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Applicants: Oliver Nickel 
Application No. 09/544.083 

Amendment In Response to Office Action dated April 14, 2004 

REMARKS 

Applicant respectfully requests reconsideration and allowance of this application 
in view of the amendments above and the following comments. 

Claims 1-20 are pending. Amendments have been made to claims 1, 8 and 18 to 
overcome the rejections under 35 U.S.C. 112, second paragraph. Changes that have 
been made to the claims are presented above using strikethrough and underlining. It Is 
believed that no new matter has been added. 

Applicant believes the amendments have placed the above-identified application 
in condition for allowance, and therefore believe no stringent showing under 37 CFR 
§1.116 is required. 

Objection to the specification 

The Examiner objected to the specification for being vague and indefinite, and 
has required the Applicant to submit a substitute specification. In response. Applicant 
does riot understand the Examiner's objection as the specification is not vague and 
definite. In fact, U.S, Patent No. 6,723,406 which is relied upon for the obviousness-type 
double patenting rejection, discussed infra, contains the very same terms being objected 
to here by the Examiner. Applicants see no reason why the terms contained in the 
above identified application are deemed to be vague and indefinite when a patent, which 
claims related subject matter, is presumed valid. The Examiner objected to the terms 
such as "good adhesion" and "good absorption". Applicant submits these terms are not 
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Applicants: Oliver Nickel 
Application No. 09/844,083 

Amendment in Response to Office Action dated April 14. 2004 

vague or indefinite as a search of the'USPTO database on August 4, 2004 retrieved 
17,1 19 patents with the temn "good adhesion" and 942 patents with the term "good 
absorption" found in the specification of the respective patents.' A copy of the first page 
of each search result is attached for the Examiner's convenience. 

Rejections under 35 U.S.C. 112, second paragraph 

The Examiner rejected claims 1-20 under 35 U.S.C. 1 12, second paragraph, as 
being indefinite. The Examiner found the term "composition" indefinite. In response, 
Applicant has amended the tenn to recite "layer" as suggested by the Examiner. 

Regarding the remaining portions of the rejection, the Examiner found the terms 
"masking material", "on a side thereof, and "is capable" as being indefinite. Before 
addressing each one of the terms individually, as stated above, U.S. Patent No. 
6,723,406 which is relied upon for the obviousness-type double patenting rejection, 
discussed infra, contains the same terms being objected to here by the Examiner. 
Therefore, Applicants see no reason why the temns contained in the above-identified 
application are deemed to be vague and indefinite when a patent, which claims related 
subject matter, is presumed valid. 

The Examiner found the term "masking material" vague and indefinite, because 
the term allegedly lacks any inherent structural element. In response. Applicant point 
out that even though the phrase "masking material" standing alone could possibly be 
viewed as vague and indefinite, this is not in fact how the phrase is being used. When 
read in light of its relation to the other elements of claim 1 , the masking material is 
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Amendment in Response to Office Action dated Aprii 14, 2004 

provided with sufficient structure and relation thereto such that the masking material is 
"laminated in an edge region of the pressure-sensitive adhesive composition** and the 
masking sheet covers "the masking material on a side thereof, A person skilled in the 
art would be able to determine the relationship of the masking material to the pressure- 
sensitive adhesive composition and the masking sheet so as to provide sufficient clarity 
and definiteness as to its structure, and would thereby exclude those materials that 
would not comply with the relationship as presently claimed. 

It would appear the Examiner would prefer a different temn in place of "masking 
material". Applicant refer the Examiner to MPEP 2173,02 which recites in part: 

When the examiner is satisfied that patentable subject matter Is 
disclosed, and it is apparent to the examiner that the claims are directed 
to such patentable subject matter, he or she should allow claims which 
define with a reasonable degree of particularity and distinctness. Some 
latitude rn the manner of expression and the aptness of temns should be 
permitted even though the claim language is not as precise as the 
examiner might desire. Examiners are encouraged to suggest claim 
language to applicants to improve clarity or precision of the language 
used, but should not reject claims or insist on their own preferences if 
other modes of expression selected by applicants satisfy the statutory 
requirement. 

Thus, Applicant would consider alternative language presented by the Examiner 
presuming the desired scope of the claim is not unduly narrowing. 

The Examiner found the tenm "on a side thereof to lack antecedent basis, i.e.- 
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Amendment in Response to Office Action dated April 14, 2004 

the Examiner was unclear as to the scope of the temn. Applicants do not believe there is 
an antecedent problem as the term "on a side thereor is clear on its face in Its relation to 
the claim, wherein the term refers to a side of the masking materlal- 

The Examiner found the temi "is capable" of being indefinite, but does not give 
any particular reason why Its use renders the claims containing it indefinite. In response, 
Applicant points out functional language "does not, in and of itself, render a claim 
improper", and the language must be evaluated as to what is conveys to a person of 
ordinary skillin the art. See MPEP 2173.05(g), Moreover, Applicant respectfully 
disagrees that it is not a limitation since materials incapable of performing the stated 
function are thereby excluded. Also, Applicant submits the term is an art-recognized 
term, wherein a search of the USPTO website database on August 5, 2004 revealed 
194,162 patents, including 133 patents related to tapes, where the term Is capable' is 
found in the claims. A copy of the first page of the search results is enclosed for the 
Examiner's reference. Clearly, the term is commonly used in a variety of different arts, 
and has been acceptance by the Patent Office itself. 

In view of the foregoing, Applicant submits that the Examiner would be fully 
justified to reconsider and to withdraw this rejection. An early notice that this rejection 
has been reconsidered and withdrawn is, therefore, earnestly solicited. 

Conclusion 

Applicants believe that the foregoing constitutes a bona fide response to all 
outstanding objections and rejections. 
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Application No. 09/844,083 

Amendment in Response to Office Action dated April 14, 2004 

Applicants also believe that this application is in condition for immediate 
allowance. However, should any issue(s) of a nnlnor nature remain, the Examiner is 
respectfully requested to telephone the undersigned at telephone number (212) 808- 
0700 so that the issue(s) might be promptly resolved. 

Early and favorable action is earnestly solicited. 



220 East 42"^ Street 
30'^ Floor 

New York, New York 10017 



Enclosures: (1 ) Copy of first page of USPTO website search result for "good 



adhesion" 

(2) Copy of first page of USPTO website search result for "good 
absorption** 

(3) Copy of the first page of USPTO website search result for "is 
capable" in all patents 

(4) Copy of the first page of USPTO website search result for "is 
capable" in '^adhesive tape"-related patents 

(5) Copy of temriinal disclaimer over USSN 09/844.084, 

(6) Stamped postcard indicating receipt of terminal disclaimer over 
USSN 09/844,084 



Respectfully submitted, 



NORRIS MCLAUGHLIN & MARCUS, P.A. 




David D. Kim 
Reg. No, 53,123 
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